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RESPONSE TO RESTRICTION REQUIREMENT 



Dear Sir: 

Claims 1-22 are pending in the present invention. The Examiner has restricted 
the claims to four groups: I. Claims 1-8, II. Claims 9-25, III. Claims 16-20 and IV. 
Claims 21-22. 

In response to the Restriction Requirement mailed from the Patent Office on 
August 4, 2005, Applicants traverse the restriction and requests the Examiner withdraw 
the restriction. However, in order to comply with 37 CFR 1 .1 43, Applicants 
provisionally elect with traverse, group III, claims 16-20 and withdraws claims 1-15 and 
21-22. Applicants reserve the right to prosecute Group I, II, and IV (Claims 1-15 and 
21-22) in subsequent divisional applications. 

For groups I and II: assuming arguendo, that the Examiner has shown the 
inventions are distinct and independent (35 U.S.C. 121), the Examiner must show, in 
addition, there is a serious burden on the Examiner, if the claims are not restricted. 
MPEP 803 states: 

an application may properly be required to be restricted to one of two or 
more claimed inventions only if they are able to support separate patents 
and they are either independent... or distinct .... If the search and 
examination of an entire application can be made without serious burden, 
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the examiner must examine it on the merits, even though it includes claims 
to independent or distinct inventions. 



For purposes of the initial requirement, a serious burden on the examiner 
may be prima facie shown if the examiner shows by appropriate 
explanation of separate classification, or separate status in the art, or a 
different field of search as defined in MPEP § 808.02. 

As shown in the Office action, both groups I and II have the same class 324 and 
subclass 765, thus the Examiner has admitted there is no serious burden. For at least 
this reason alone, the Applicants request the Examiner withdraw the restriction 
requirement on groups I and II. 

For groups II and IV (product claims) and Groups I and II (process claims) the 
Examiner has restricted them based on MPEP 806.05(h), which states: 

A product and a process of using the product can be shown to be 
distinct inventions if .... the product as claimed can be used in a materially 
different process. 

The burden is on the examiner to provide an example, but the 
example need not be documented. 

If the applicant either proves or provides a convincing argument that 
the alternative use suggested by the examiner cannot be accomplished, 
the burden is on the examiner to support a viable alternative use or 
withdraw the requirement. 

The Examiner stated "in the instant case the apparatus can be used to practice a 
plurality of methods as disclosed." The Applicants request an example, by product, of 
the materially different process that product can be used in, so that the Applicants can 
provide an argument, if necessary, concerning the alternative. Otherwise the Examiner 
has not met his burden and the Applicants request withdrawal of the restriction 
requirement for groups III and IV in a first set from groups I and II in a second set. 



For the groups I and II the Examiner has restricted the groups based on MPEP 
806.05(c), which states: 

In order to establish that combination and subcombination 
inventions are distinct, two-way distinctness must be demonstrated. 

To support a requirement for restriction, both two-way distinctness 
and reasons for insisting on restriction are necessary, i.e., separate 
classification, status, or field of search. See MPEP § 808.02. 
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The inventions are distinct if it can be shown that a combination as 
claimed: (A) does not require the particulars of the sub-combination as 
claimed for patentability (to show novelty and unobviousness), and (B) the 
subcombination can be shown to have utility either by itself or in other and 
different relations. 

When these factors cannot be shown, such inventions are not 
distinct. 

First, The Examiner has admitted the same class and subclass for groups I and 
II and as such has not shown a requirement for restriction. For this reason alone 
Applicants request withdrawal of the restriction requirement. Second the Examiner has 
stated the above factors as conclusions rather than giving reasons for the conclusions 
as required by MPEP 816, which states: 

The particular reasons relied on by the examiner for holding that the 
inventions as claimed are either independent or distinct should be 
concisely stated. A mere statement of conclusion is inadequate. The 
reasons upon which the conclusion is based should be given. 

For example, relative to combination and a sub-combination thereof, 
the examiner should point out the reasons why he or she considers the 
subcombination to have utility by itself or in other combinations, and why 
he or she considers that the combination as claimed does not rely on the 
subcombination as its essential distinguishing part. 

Each other relationship of claimed invention should be similarly 
treated and the reasons for the conclusions of distinctness of invention as 
claimed set forth. 

Applicants request the Examiners reasons that the combination and 
subcombination inventions are distinct, not just the mere conclusion; otherwise the 
Applicants request withdrawal of this restriction. 

The Applicants request clarification of the statement "each of inventions III and 
IV do not require the remaining of inventions III and IV". Applicants do not know what 
this means. 
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Thus Applicants request withdrawal of the restriction requirement and allowance 
of the claims. 

A listing of the claims in the present application is appended hereto. 

Respectfully submitted, 



inzah 

ley tefr/Applicants 
Ntf 37,652 
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